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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 12/7/2009 has been entered. 

2. Claim 23 has been added. Claims 1-10, 21 and 23 are pending. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The spccificalion shall conlain a vvrillcn description of the in\ cniioii, and ol' ihc manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claim 23 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim 23 recites the limitation "wherein said pulp contains a residual fi-action of lipids 
and sarcoplasmic proteins comprised between 0. 1 5% and 3% of the weight of the pulp." While 
there is support in the specification and claims as originally filed for a residual fraction of lipids 
and sarcoplasmic proteins comprised between 0.1% and 3%, there is no support for a residual 
fraction comprised between 0.15% and 3%. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the im ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the stibject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1-9, 21 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hultin et al. (US 6,005,073) in view of Rogols (US 5,436,024). 
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Regarding claim 1, Hultin et al. disclose a process for the manufacture of intermediate 
food products in a form of hydrated concentrates of myofibrillar proteins from fish flesh 
(Abstract, C7/L44-49), said process comprising the following steps: 

- an initial pulp of minced fish fiesh is prepared from fish fillets (see deheaded and gutted 
fish fillets -C8/L54, see mince -Figure 4, C9/L2-4); 

-said initial pulp is washed with water (C9/L5-9, Figure 4); 

-said washed pulp is refined in the wet state by removing a fraction of impurities 

(see centrifiige removing oil, membrane, bone and skin - Figure 4; 

-the pulp is drained to produce a densified pulp (see centrifuge/filter- Figure 4); 

-cryoprotectants are added to the densified pulp to form a final pulp suitable for freezing 

(see cryoprotectants - Figure 4); 

-and said final pulp is frozen (see freeze - Figure 4). 

Given Hultin et al. disclose that the pulp is washed in 1 to 9 or more volumes of water 
(based on the weight of gromd muscle soiirce), since water is known to have a pH of 7, 
intrinsically the pulp would be maintained at a substantially neutral pH. 

Hultin et al. also disclose that the washed pulp contains a residual fraction of lipids 
comprising between 0.12% and 0.14% of the weight of the pulp (CIS/Table 2). 

Hultin et al. do not disclose that the refined pulp is mixed until it is in a form of a 
homogenous emulsion, that the final pulp is packaged in a form of blocks. 

Regarding packaging in a form of blocks, Rogols teaches that it is well known in the art 
to form surimi (i.e. processed fish mince) into blocks prior to freezing (C1/L35-38). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to have 



Application/Control Number: 10/509,294 Page 5 

Art Unit: 1794 

formed the processed fish mince of Hultin et al. into blocks prior to freezing because this 
procedure is commonly used for surimi processing and use of a known process step in a known 
environment to accomplish entirely expected results. 

Regarding mixing the refined pulp to form a homogenous emulsion, while Hultin et al. 
disclose a process to manufacture intermediate food products in a form of hydrated concentrates 
of myofibrillar proteins (i.e. surimi) wherein fish pulp is homogenized with wash water (Figure 
4) to form an emulsion, the reference does not explicitly disclose homogenizing refined pulp. 
Given homogenization of fish pulp containing protein and lipid forms an emulsion, since refined 
fish pulp contains both protein and lipid, it would be inherent that refined fish pulp forms a stable 
emulsion. Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to have homogenized the refined fish pulp of Hultin et al. rather than the 
unrefined fish pulp. 

Regarding claim 2, modified Hultin et al. disclose all of the claim limitations as set forth 
above and that the pulping operation is coupled with addition of water (see wash water - Figures 
1 and 4). 

Regarding claim 3, modified Hultin et al. disclose all of the claim limitations as set forth 
above and that about 1 to 9 or more volumes of water is added to the pulp (C9/L5-7). 

Regarding claims 4 and 21, modified Hultin et al. disclose all of the claim limitations as s 
set forth above. Given that Hultin disclose the removal of membrane, bone and skin from the 
minced and washed fish by centrifiigation, it is clear that the pulping operation is a fiinction of a 
density gradient in the fish fillets. 
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Regarding claim 5, modified Hultin et al. disclose all of the claim limitations as set forth 
above. Further, Hultin et al. disclose that the washing operation is composed of the following 
steps: 

-water is added to the initial pulp and the whole is mixed to form a water-pulp mixture 
(C9/L5-7); 

-the water-pulp mixture is centrifiiged and the resulting water is removed (C9/L10-12); 

-and the centrifuged pulp is washed continuously with water (Figure 2, C9/L8-9). 

Regarding claim 6, modified Hultin et al. disclose all of the claim limitations as set forth 
above, however, the reference does not disclose that in the centrifugation step, a volume of water 
removed is between 80 and 95% of a volume of water initially used. As the recovery of 
sarcoplasmic proteins is a variable that can be modified, among others, by adjusting the volume 
of water removed in the centrifiigation step, the precise volume removed would have been 
considered a result effective variable by one having ordinary skill in the art at the time the 
invention was made. As such, without showing unexpected results, the claimed volume of water 
removed cannot be considered critical. Accordingly, one of ordinary skill in the art at the time 
the invention was made would have optimized, by routine experimentation, the volume of water 
removed in the centrifugation step in the surimi process of Hultin et al. to obtain the desired 
recovery of sarcoplasmic proteins (In re Boesch, 617 F.2d. 272, 205 USPQ 215 (CCPA 1980)), 
since it has been held that where the general conditions of the claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. (In re Alter, 
105 USPQ 223). 



Application/Control Number: 10/509,294 Page 7 

Art Unit: 1794 

Regarding claim 7, modified Hultin et al. disclose all of the claim limitations as set forth 
above. While Hultin et al. disclose mixing is carried out until a homogenized pulp is in a form of 
an emulsion, the reference fails to disclose that the emulsion has a stability of more than 10 
minutes. As oxidative stability is a variable that can be modified, among others, by adjusting the 
stability of the fish pulp emulsion, the emulsion stability would have been considered a result 
effective variable by one having ordinary skill in the art at the time the invention was made. As 
such, without showing unexpected results, the claimed emulsion cannot be considered critical. 
Accordingly, one of ordinary skill in the art at the time the invention was made would have 
optimized, by routine experimentation, the stability of the fish pulp emulsion of Hultin et al. to 
obtain the desired level of oxidative stability {In re Boesch, 617 F.2d. 272, 205 USPQ 215 
(CCPA 1980)), since it has been held that where the general conditions of the claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
{In reAller, 105 USPQ 223). 

Regarding claims 8-9, modified Hultin et al. disclose all of the claim limitations as set 
forth above and that the mixing step is followed by a deodorization of the emulsified pulp in 
which the latter is evacuated {see micronize under vacuum removing low molecular weight 
compounds responsible for off or rancid odors - C12/L42-45) and where the operation for 
draining the emulsified pulp is carried out by centrifugal decantation (Figure 4). 

Regarding claim 23, modified Hultin et al. disclose all of the claim limitations as set forth 
above. While Hutlin et al. that the washed pulp contains a residual fi-action of lipids comprising 
between 0.12% and 0.14% of the weight of the pulp (C15/Table 2), the reference does not 
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explicitly disclose a residual fraction comprising between 0.15% and 3% of the weight of the 
pulp. 

It is apparent, however, that the instantly claimed residual fraction and that taught by 
Hultin et al. are so close to each other that the fact pattern is similar to the one in In re Woodruff, 
919 F.2d 1575, USPQ2d 1934 (Fed. Cir. 1990) or Titanium Metals Corp. of America v. Banner, 
11% F.2d 775, 227 USPQ 773 (Fed.Cir. 1985) where despite a "slight" difference in the ranges 
the court held that such a difference did not "render the claims patentable" or, alternatively, that 
"a prima facie case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough so that one skilled in the art would have expected them to have the 
same properties". 

In light of the case law cited above and given that there is only a "slight" difference 
between the amount of residual fraction disclosed by Hultin et al. and the amount disclosed in 
the present claims and further given the fact that no criticality is disclosed in the present 
invention with respect to the amount of residual fraction, it therefore would have been obvious to 
one of ordinary skill in the art that the amount of residual fraction disclosed in the present claims 
is but an obvious variant of the amounts disclosed in Hultin et al. and thereby one of ordinary 
skill in the art would have arrived at the claimed invention. 

7. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hultin et al. (US 
6,005,073) in view of Rogols (US 5,436,024) as applied to claim 1 above, and fiirther in view of 
Shah etal. (WO 01/62888). 
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Regarding claim 10, modified Hultin et al. disclose all of the claim limitations as set forth 
above. While Hultin et al. disclose the addition of cryoprotectants, the reference does not 
explicitly disclose that the final pulp is subjected to a cold extrusion operation during the 
addition of cryoprotectants. Shah et al. teaches that it is well known in surimi processing to add 
cryoprotectants and extrude the final pulp prior to freezing (p.3/L3-5). Further, it is well known 
in the art that high temperatures will damage protein functionality. Therefore, it would have 
been obvious at the time the invention was made to have subjected the final pulp of Hultin et al. 
to a cold extrusion operation while adding cryoprotectants because doing so would amount to 
nothing more than use of a known surimi freezing process of its intended use in a known 
environment to accomplish entirely expected results. Further, doing so would protect the 
functionality of the refined protein. 



Response to Arguments 
8. Applicant's arguments filed 12/07/2009 have been fully considered but they are not 
persuasive. 

Applicants explain that claim 1 has been amended to recite "adjusting pH of said water to 
maintain said pulp at substantially neutral pH." Applicants find that "[njeither Hultin or Rogols, 
taken alone or in combination, teach adjusting the pH of water to maintain the pulp at a 
substantially neutral pH." 

Here, Hultin et al. teach that the pulp is washed with water (C9/L5-9, Figure 4). Further, 
given Hultin et al. disclose that the pulp is washed in 1 to 9 or more volumes of water (based on 
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the weight of ground muscle source), since water is known to have a pH of 7, intrinsically the 
pulp would be maintained at a substantially neutral pH. 

Thus, Hultin et al. disclose a step wherein the pulp is washed in water and maintained at a 
neutral pH. There is nothing in the claims to limit subsequent steps wherein the pH is adjusted to 
a pH below 3.5. 

Applicants submit that claim 1 recites "washing said initial pulp to obtain a washed pulp 
containing a residual fraction of lipids and sarcoplasmic proteins comprised between 0.1 and 3% 
of the weight of the pulp. Applicants argue, given Hultin teaches said impurities degrade and 
render the product unacceptable, Hultin "very clearly teaches away from maintaining a residual 
fraction of lipids in such a food product." 

While Hultin et al. disclose impurities, including membrane lipids, "render the product 
unacceptable", Hultin et al. clearly discloses a finished product with an amount of lipid, i.e. with 
0.12-0.14% (C15/Table 2), that overlaps with the amount presently claimed. Therefore, given 
Hultin et al. disclose a fish protein product comprising some lipid, i.e. 0.12-0.14% (C15/Table 
2), in a range overlapping with that presently claimed, it can not be said that Hultin et al. teaches 
away from "maintaining a residual fraction of lipids in such a food product." 

Further, applicants allege unexpected results based on evidence present in specification 
([0151]-[0152] of published application). Applicants submit that the "[ajpplicant's disclosure 
teaches that maintenance of lipids and sarcoplasmic protein in the finished product considerably 
raises a yield of the overall process. [T]hus a raising of the lipid content of the product by 
merely 1% allows for a 12% raise in yield." Apphcants argue that this improvement is 
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unexpected. In fact, applicants argue, any positive result achieved by the presence of lipid would 
be considered unexpected relative to the "unacceptable" teaching of Hultin. 

Given Hultin et al. disclose a fish protein product comprising some lipid, i.e. 0.12-0.14% 
(CIS/Table 2), identical to the quantity presently claimed, it is clear that the product would 
intrinsically display the same yield increases relative to a product without lipid. 

In the alternative, the question as to whether unexpected advantage has been 
demonstrated is a factual question. In re Johnson, 747 F.2d 1456, 1460, 223 USPQ 1260, 1263 
(Fed. Cir. 1984). Thus, it is incumbent upon applicant to supply the factual basis to rebut the 
prima facie case of obviousness established by examiner. See, e.g., In re Klosak, 455 F.2d 1077, 
1080, 173 USPQ 14, 16 (CCPA 1972). Applicants, however, have not shown that comparison 
samples in said disclosure fairly represent the closest prior art. In this case, Hultin et al. 
discloses typical protein recovery two times that demonstrated by applicant, i.e. 42% (C15/Table 
1). Therefore, it is unclear if protein recovery, i.e. .yield , is a result of lipid content or some 
other processing condition. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Gwartney whose telephone number is (571) 270-3874. 
The examiner can normally be reached on Monday - Friday;7:30AM - 3:30PM EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 1794 



/KEITH HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



